Application No. 10/680,407 Docket No.: 01 13217.00121US2 

Amendment dated February 7, 2008 
Reply to Office Action of August 13, 2007 

REMARKS 

In the Office Action, the Examiner noted that the claims 1-107 are pending in the 
application, that claims 10-107 are withdrawn from consideration, and that the claims 1-9 are 
rejected over a prior art reference. By this response, claim 1 has been amended and claims 108-121 
have been added. Thus, claims 1-121 remain pending in the application. Applicants believe no 
issue of new matter should arise and entry of the amendment is respectfully requested. Applicants 
respectfully traverse the rejections for the reasons indicated below. 

Information Disclosure Statement 

In the attachments to the Office Action, the Examiner has not acknowledged one reference 
("WO-98/34187-A1") listed in PTO-SB08 Form that was filed with the Information Disclosure 
Statement on July 26, 2006. Applicants respectfully request that the Examiner acknowledge the 
reference and return the signed PTO-SB08 Form with the next official action. 

Rejection under 35 U.S.C. § 102(b) 

Claims 1-9 are rejected under 35 U.S.C. § 102(b) as being in public use as allegedly evidence 
by Press releases "August 27, 201 - Statewide Auction of NJ Basic Generation service (BGS) Load 
- Notice of Three Upcoming Bidder Information Sessions"; "New Jersey Utilities Set to Launch 
Major 18000-MW Power Solicitation", McGraw-Hill's Power Markets Week, New York, Jul 16, 
2001; and "Meetings Set For 18000-MW N.J. REP", McGraw-Hill's Power Markets Week, New 
York, Sep 3, 2001, hereafter collectively referred to as "New Jersey Utilities (NJU)". 

Applicants respectfully traverse the rejection and respectfully submit that the presently 
claimed invention is not described or shown by NJU. Applicants discuss the rejection below as it 
applies to independent claim 1 and dependent claims 2-9. Applicants have amended claim 1 to 
further clarify the presently claimed invention. 

Claim 1 , as amended, states in combination: 
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A system for conducting a computer-based, simultaneous, multiple 
round, descending clock auction for basic generation services, the 
system comprising: 

a web server for receiving bid data from a plurality of users, 
wherein the bid data comprises at least one bid for at least one tranche 
of at least one of a plurality of products at a specified starting price set 
by an Auction Manager during multiple rounds of bidding, wherein 
each of the at least one of the plurality of products comprises a basic 
generation service load of an electric distribution company for a given 
period or time or term and wherein each of the at least one tranche 
represents an equal portion of the electric distribution company's basic 
generation service load; 

an application server, in data communication with the web 
server, wherein the application server hosts application software, and 
wherein the application software: 

(A) calculates a second round price for each of the at 
least one of the plurality of products for a second round of bidding 
based on the specified starting price and a number of tranches bid for 
each of the at least one of the plurality of products during a first round 
of bidding, wherein the second round price is lower than the specified 
starting price for any of the at least one of the plurality of products 
that received a number of tranches bid greater than a tranche target for 
that product during the first round of bidding and wherein the second 
round price is equal to the specified starting price for any of the at 
least one of the plurality of products that received a number of 
tranches bid one of equal to and less than the tranche target for that 
product during the first round of bidding, 

(B) sends a first round result of the first round of 
bidding to qualified bidders, the first round result comprising the 
second round price for each of the at least one of the plurality of 
products and at least one of a notice of the number of tranches bid 
during the first round for each of the at least one of the plurality of 
products and an amount of excess supply offered during the first 
round of bidding for each of the plurality of products, 

(C) determines when the second round price for at least 
one of the plurality of products is less than the first round, 

(D) when the second round price for the at least one of 
the plurality of products is less than the first round, receives, from at 
least one of the qualified bidders, at least one of a withdrawal request 
and a switch request, wherein the withdrawal request indicates a 
request from the at least one of the qualified bidders to remove a first 
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indicated number of tranches from at least one particular product of 
the at least one of the plurality of products and to reduce a maximum 
number bids that the at least one of the qualified bidders is capable of 
making in future rounds of the auction, and wherein a switch request 
indicates a request from the at least one of the qualified bidders to 
switch a second indicated number of tranches from one of the at least 
one of the plurality of products to at least one different one of the at 
least one of the plurality of products, 

(E) repeats steps (A)-(BD) for at least one subsequent 
round of bidding following the second round, wherein a subsequent 
round price for each of the plurality of products for the at least one 
subsequent round of bidding is based on a previous round price of an 
immediately previous round of bidding and a number of tranches bid 
for each of the at least one of the plurality of products during the 
immediately previous round of bidding, wherein the subsequent round 
price is lower than the previous round price for any of the at least one 
of the plurality of products that received a number of tranches bid 
greater than a — the tranche target for that product during the 
immediately previous round of bidding, wherein the subsequent round 
price is equal to the previous round price for any of the at least one of 
the plurality of products that received a number of tranches bid one of 
equal to and less than the tranche target for that product during the 
immediately previous round of bidding, and wherein a round result is 
sent during step (C), the round result comprising the subsequent round 
price for each of the plurality of products and at least one of a notice 
of the number of tranches bid during the immediately previous round 
of bidding for each of the plurality of products and an amount of 
excess supply offered during the immediately previous round of 
bidding for each of the plurality of products, 

(F) retains the withdrawn tranches when the number of 
tranches bid during a previous round for each of the at least one of the 
plurality of products is greater than the tranche target for that product 
and when the bid during a current round for that product is less than 
the tranche target for that product, 

(G) denies the switch request when the number of 
tranches bid during the previous round for each of the at least one of 
the plurality of products is greater than the tranche target for that 
product and when the bid during the current round for that product 
and the withdrawn tranches for that product is less than the tranche 
target for that product, 

(H) determines when at least one of a plurality of 
denied switches from at least one particular product in the previous 
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round is released for bidding, and when the at least one of the 
plurality of denied switches in the previous round is released for 
bidding, reports the tranche target for that product, wherein at least 
one of the tranches to fill that product is obtained from at least one of: 
(i) bidding at current round charges, (ii) retaining withdrawn tranches, 
and (m) denying switches, 

(I) accepts the withdrawal of the tranches from at least 
one of the plurality of denied switches when at least one of the denied 
switches from at least one particular product in the previous round is 
outbid, wherein the at least one of the plurality of denied switches in 
the previous round is released for bidding, 

(BJ) determines when the number of tranches bid 
during a round of bidding are one of equal to and less than the tranche 
target for each of the at least one of the plurality of products, and 

(BK) when the number of tranches bid for the round of 
bidding are one of equal to and less than a certain threshold for each 
of the at least one of the plurality of products such that no further 
bidding can take place under auction rules, ends the auction after the 
round of bidding and awarding winning bidders an ending price for 
each of the at least one of the plurality of products won by the 
winning bidders; and 

a database server, in data communication with the web server 
and the application server, wherein the database server stores auction 
data, 

wherein a maximum number of tranches bid which is capable of being 
made by a single one of the qualified bidders is eligible to make for a 
particular product of the at least one of the plurality of products is one 
of equal to and less than a load cap for that particular product, 

wherein, during one of the second round and subsequent rounds of 
bidding, receiving bids further comprises receiving, from at least one 
of the qualified bidders, at least one of a withdrawal request and a 
switch request, wherein the withdrawal request indicates a desire of 
the at least one of the qualified bidders to remove a first indicated 
number of tranches from at least one particular product of the at least 
one of the plurality of products and to reduce a maximum number 
bids that the at least one of the qualified bidders is capable of making 
in future rounds of the auction, and wherein a switch request indicates 
a desire of the at least one of the qualified bidders to switch a second 
indicated number of tranches from one of the at least one of the 
plurality of products to at least one different one of the at least one of 
the plurality of products, and 
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wherein the ending price for each of the at least one of the plurality of 
products is one of a final price from a final round of bidding, a named 
exit price, a price at which retained withdrawn bids were last freely 
bid, and a price at which denied switched bids were last freely bid. 

Without conceding that NJU discloses any of the features of the present invention, NJU does 
not disclose, in combination, for example, "determining] when the second round price for at least 
one of the plurality of products is less than the first round, when the second round price for the at 
least one of the plurality of products is less than the first round, receiv[ing], from at least one of the 
qualified bidders, at least one of a withdrawal request and a switch request, wherein the withdrawal 
request indicates a request from the at least one of the qualified bidders to remove a first indicated 
number of tranches from at least one particular product of the at least one of the plurality of 
products and to reduce a maximum number bids that the at least one of the qualified bidders is 
capable of making in future rounds of the auction, . . . [and] retaining] the withdrawn tranches 
when the number of tranches bid during a previous round for each of the at least one of the plurality 
of products is greater than the tranche target for that product and when the bid during a current 
round for that product is less than the tranche target for that product," as recited in amended claim 1 . 
Unlike the claimed invention, NJU neither teaches, in combination, "determin[ing] when at least 
one of a plurality of denied switches from at least one particular product in the previous round is 
released for bidding, and when the at least one of the plurality of denied switches in the previous 
round is released for bidding, reporting] the tranche target for that product, wherein at least one of 
the tranches to fill that product is obtained from at least one of: (i) bidding at current round charges, 
(ii) retaining withdrawn tranches, and (hi) denying switches," nor suggests "accepting] the 
withdrawal of the tranches from at least one of the plurality of denied switches when at least one of 
the denied switches from at least one particular product in the previous round is outbid, wherein the 
at least one of the plurality of denied switches in the previous round is released for bidding," as 
further recited in amended claim 1 . 

Further, NJU does not disclose, in combination, "den[ying] the switch request when the 
number of tranches bid during the previous round for each of the at least one of the plurality of 
products is greater than the tranche target for that product and when the bid during the current round 
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for that product and the withdrawn tranches for that product is less than the tranche target for that 
product," as further recited in amended claim 1. 

Accordingly, Applicants respectfully submit that the combination of elements in 
independent claim 1 is patentably distinguishable over the cited references, when claim 1 is 
interpreted as a whole. Withdrawal of the rejection is respectfully requested. 

In view of the arguments presented above for the independent claim 1, Applicants 
respectfully submit that the corresponding dependent claims 2-9 are allowable for the reasons 
discussed above as well as additional limitations recited in each dependent claim also interpreted in 
combination. Withdrawal of the rejection for these reasons as well is respectfully requested. 

For example, claim 2 recites "[t]he system of claim 1, further comprising a plurality of client 
browsers, wherein the plurality client browsers enables the plurality of users to submit the bid data 
to the web server." Applicants respectfully submit that the combination of elements in independent 
claim 2 is patentably distinguishable over the cited references, when claim 2 is interpreted as a 
whole. 

For example, claim 3 recites "[t]he system of claim 1, further comprising a wide-area 
network, wherein the wide-are network enables communication between the plurality of client 
browsers and the web server." Applicants respectfully submit that the combination of elements in 
independent claim 3 is patentably distinguishable over the cited references, when claim 3 is 
interpreted as a whole. 

For example, claim 4 recites "[t]he system of claim 1 , wherein the web server and the 
application server are integrated into a single server." Applicants respectfully submit that the 
combination of elements in independent claim 4 is patentably distinguishable over the cited 
references, when claim 4 is interpreted as a whole. 

For example, claim 5 recites "[t]he system of claim 1, wherein the web server and the 
application server are maintained on separate servers." Applicants respectfully submit that the 
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combination of elements in independent claim 5 is patentably distinguishable over the cited 
references, when claim 5 is interpreted as a whole. 

For example, claim 6 recites "[t]he system of claim 1, wherein the auction data stored by the 
database server comprises user data obtained through an auction application and a qualification 
process and information regarding the at least one of the plurality of products, the information 
comprising at least one of a target auction volume for the auction, a tranche target for each of the at 
least one of the plurality of products, and a load cap for one of each of the at least one of the 
plurality of products and all of the plurality of products." Applicants respectfully submit that the 
combination of elements in independent claim 6 is patentably distinguishable over the cited 
references, when claim 6 is interpreted as a whole. 

For example, claim 7 recites "[t]he system of claim 1 , wherein the Auction Manager is 
capable of revising the target auction volume stored in the database server." Applicants respectfully 
submit that the combination of elements in independent claim 7 is patentably distinguishable over 
the cited references, when claim 7 is interpreted as a whole. 

For example, claim 8 recites "[t]he system of claim 1 , further comprising a system login 
computer, wherein the system login computer logs all hits to at least one of the web server and the 
application server." Applicants respectfully submit that the combination of elements in independent 
claim 8 is patentably distinguishable over the cited references, when claim 8 is interpreted as a 
whole. 

For example, claim 9 recites "[t]he system of claim 1, further comprising a back-up server, 
wherein the back-up server provides back-up support and maintenance for at least one of the web 
server, the application server, and the database server." Applicants respectfully submit that the 
combination of elements in independent claim 9 is patentably distinguishable over the cited 
references, when claim 9 is interpreted as a whole. 

New claims 108-121 have been added to further define the invention, and are believed to be 
patentable for reasons including these set out above. 
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In view of the above, Applicants respectfully submit that claims 1-9 are not anticipated by 
the cited references and respectfully request that the rejection under 35 U.S.C. § 102(b) of these 
claims be withdrawn. 

Rejection under 35 U.S.C. §102(b) or 35 U.S.C. §1 03(a) 

Claims 4-5 and 8-9 are rejected under 35 U.S.C. § 102(b) as anticipated by or, in the 
alternative, under 35 USC § 103(a) as being obvious over NJU. Applicants respectfully traverse the 
rejection and respectfully submit that NJU does not describe the presently claimed invention. 

Claims 4-5 and 8-9 depend directly or indirectly from claim 1 , and are deemed to be 
allowable not only by virtue of their dependency from independent claim 1 , but also because of 
additional features they recite in combination. Accordingly, with respect to claims 4-5 and 8-9, 
NJU fails to teach or even suggest "receiv[ing], from at least one of the qualified bidders, at least 
one of a withdrawal request and a switch request . . . [and] retainfingj the withdrawn tranches 
when the number of tranches bid during a previous round for each of the at least one of the plurality 
of products is greater than the tranche target for that product and when the bid during a current 
round for that product is less than the tranche target for that product," as recited in amended claim 1 . 
None of these features mentioned above by way of example is taught or suggested by the cited 
references; and the cited references, alone or in combination, do not remedy these deficiencies. In 
view of the above, Applicants submit that the combination of features recited in each of claims 4-5 
and 8-9 is patentable over the references cited by the Examiner when each respective claim is 
interpreted as a whole. 

With respect to claim 4, NJU fails to teach or even suggest the system of claim 1 "[t]he 
system of claim 1 , wherein the web server and the application server are integrated into a single 
server." Applicants respectfully submit that the combination of elements in independent claim 4 is 
patentably distinguishable over the cited references, when claim 4 is interpreted as a whole. 

In connection with claim 5, the cited references, together or separately, fail to teach or even 
suggest, in combination, "[t]he system of claim 1, wherein the web server and the application server 
are maintained on separate servers." Applicants respectfully submit that the combination of 

39 



Application No. 10/680,407 
Amendment dated February 7, 2008 
Reply to Office Action of August 13, 2007 



Docket No.: 0113217.00121US2 



elements in independent claim 5 is patentably distinguishable over the cited references, when claim 
5 is interpreted as a whole. 

NJU does not disclose, in combination, "[t]he system of claim I, further comprising a 
system login computer, wherein the system login computer logs all hits to at least one of the web 
server and the application server," as recited in claim 8. Applicants respectfully submit that the 
combination of elements in independent claim 8 is patentably distinguishable over the cited 
references, when claim 8 is interpreted as a whole. 

With respect to claim 9, NJU fails to teach or suggest, in combination, "[t]he system of 
claim 1, further comprising a back-up server, wherein the back-up server provides back-up support 
and maintenance for at least one of the web server, the application server, and the database server." 
Applicants respectfully submit that the combination of elements in independent claim 9 is 
patentably distinguishable over the cited references, when claim 9 is interpreted as a whole. 

In view of the above, Applicant respectfully submits that claims 4-5 and 8-9 are neither 
anticipated by nor obvious over the cited reference, and respectfully requests that the rejection of 
these claims be withdrawn. 
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CONCLUSION 

Applicants respectfully submit that, as described above, the cited prior art does not show or 
suggest the combination of features recited in the claims. Applicants do not concede that the cited 
prior art shows any of the elements recited in the claims. However, Applicants have provided 
specific examples of elements in the claims that are clearly not present in the cited prior art. 

Applicants strongly emphasize that one reviewing the prosecution history should not 
interpret any of the examples Applicants have described herein in connection with distinguishing 
over the prior art as limiting to those specific features in isolation. Rather, Applicants assert that it 
is the combination of elements recited in each of the claims, when each claim is interpreted as a 
whole, which is patentable. Applicants have emphasized certain features in the claims as clearly not 
present in the cited references, as discussed above. However, Applicants do not concede that other 
features in the claims are found in the prior art. Rather, for the sake of simplicity, Applicants are 
providing examples of why the claims described above are distinguishable over the cited prior art. 

Applicants wish to clarify for the record, if necessary, that the claims have been amended to 
expedite prosecution and/or explicitly recite that which is already present within the claims and 
evident from the specification. Moreover, Applicants reserve the right to pursue the original and/or 
complimentary subject matter recited in the present claims in a continuation application. 

Any claims that have been cancelled are hereby cancelled without prejudice or disclaimer, 
and Applicants reserve the right to further prosecute these claims in continuing applications. In 
addition, Applicants have attempted to claim all embodiments disclosed in the present application, 
and no disclaimer of any embodiments is hereby intended by the presently pending claims. 

Any narrowing amendments made to the claims in the present Amendment are not to be 
construed as a surrender of any subject matter between the original claims and the present claims; 
rather merely Applicants' best attempt at providing one or more definitions of what the Applicants 
believe to be suitable patent protection. In addition, the present claims provide the intended scope 
of protection that Applicants are seeking for this application. Therefore, no estoppel should be 
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presumed, and Applicants' claims are intended to include a scope of protection under the Doctrine 
of Equivalents and/or statutory equivalents, i.e., all equivalents that are substantially the same as the 
presently claimed invention. 

Further, Applicants hereby retract any arguments and/or statements made during prosecution 
that were rejected by the Examiner during prosecution and/or that were unnecessary to obtain 
allowance, and only maintain the arguments that persuaded the Examiner with respect to the 
allowability of the patent claims, as one of ordinary skill would understand from a review of the 
prosecution history. That is, Applicants specifically retract statements that one of ordinary skill 
would recognize from reading the file history were not necessary, not used and/or were rejected by 
the Examiner in allowing the patent application. 

Applicants also traverse any "Official Notice," "Design Choice," "Admitted Prior Art" or 
other alleged prior art that the Examiner purports are well know with respect to the claimed 
combination of the present invention. Applicants disagree and request the Examiner to provide a 
prior art reference describing any of these features that the Examiner has not provided a prior art 
reference or an affidavit under 37 C.F.R. Section 1.104(d)(2) providing details of why it would 
have been obvious. In the absence of either, Applicants request withdrawal of this rejection for these 
reasons as well. 

For all the reasons advanced above, Applicants respectfully submit that the rejections have 
been overcome and should be withdrawn. 

For all the reasons advanced above, Applicants respectfully submit that the Application is in 
condition for allowance, and that such action is earnestly solicited. 
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AUTHORIZATION 

The Commissioner is hereby authorized to charge any additional fees, which may be 
required for this Amendment, or credit any overpayment to Deposit Account No. 08-0219 

In the event that an Extension of Time is required, or which may be required in addition to 
that requested in a petition for an Extension of Time, the Commissioner is requested to grant a 
petition for that Extension of Time which is required to make this response timely and is hereby 
authorized to charge any fee for such an Extension of Time or credit any overpayment for an 
Extension of Time to Deposit Account No. 08-0219. 



Respectfully submitted, 
Dated: February 7, 2008 /Irah H. Donner/ 



Irah H. Donner 
Registration No.: 35,120 
Attorney for Applicant(s) 

Wilmer Cutler Pickering Hale and Dorr LLP 

399 Park Avenue 

New York, New York 10022 

(212) 230-8800 (telephone) 

(212) 230-8888 (facsimile) 
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